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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

2. Claims 1, 5, and 6 are rejected under 35 U.S.C. 102(a) as being anticipated by Usui (JP- 
2003-040662). Citations are directed towards the machine translation provided by the JPO 
website. 

Regarding claims 1, 5, and 6, Usui discloses: (1) a paste coating composition for 
reinforcing concrete (Abstract; paragraphs 0010-0023) comprising: (A) an epoxy resin (Abstract; 
paragraphs 0010 & 0026); (B) a first fiber composed of a ceramic fiber (Abstract; paragraphs 
0010 & 0030-0034); (C) a second fiber selected from the group consisting of a carbon fiber, an 
aramid (aromatic polyamide) fiber, a polyketone fiber and a glass fiber (Abstract; paragraphs 
0010 & 0030-0034); and (D) a pigment (paragraphs 0016 & 0036); 

(5) wherein the composition comprises: (A) an epoxy resin (Abstract; paragraphs 0010 & 
0026); (B) a first fiber composed of a ceramic fiber (Abstract; paragraphs 0010 & 0030-0034); 
(C-4) a glass fiber (Abstract; paragraphs 0010 & 0030-0034); and (D) a pigment (paragraphs 
0016 & 0036); in which contents of components (B) and (C-4) are 1.2 to 5% by weight and 2 to 
10% by weight based on the weight of component (A), respectively (paragraphs 0032-0033); and 
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(6) a concrete structure, in which the paste coating composition for reinforcing concrete 
according to claim 1 is applied to a surface of the concrete structure in a coat thickness (dried 
coat thickness) of 0.8 to 1.55 mm (Example 1 & 2: paragraphs 005Q-0056). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Usui (JP 2003- 
040662). 

Regarding claim 2, Usui does not explicitly disclose a viscosity range 10,000 cps to 
35,000 cps. However, Applicant fails to show criticality for this range. Furthermore, Usui 
discloses that when the fiber loading is above 3-10%, the viscosity will be too high causing poor 
workability, and when the fiber loading is below 3-10%, the reinforcement effectiveness is not 
demonstrated - see paragraph 0032-0033. 

The teachings of Usui demonstrate that fiber loading, and in turn viscosity, is a result 
effective variable. In light of this, it has been found "[W]here the general conditions of a claim 
are disclosed in the prior art, it is not inventive to discover the optimum or workable ranges by 
routine experimentation, ,, - In reAller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955); 
and, "A particular parameter must first be recognized as a result-effective variable, i.e., a 
variable which achieves a recognized result, before the determination of the optimum or 
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workable ranges of said variable might be characterized as routine experimentation," - In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to optimize the viscosity of Usui's composition to a range of 10,000 cps to 35,000 cps 
because Applicant fails to show criticality for this range, and Usui demonstrates that the 
viscosity is a result-effective variable which ensures reinforcement effectiveness and workability 
of the composition. 

v. 

5. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Usui (JP 2003- 
040662) in view of Morton (US Pat. No. 6,716,482). 

Regarding claim 3, Usui discloses: (3) wherein the composition comprises: (A) an epoxy 
resin (Abstract; paragraphs 0010 & 0026); (B) a first fiber composed of a ceramic fiber 
(Abstract; paragraphs 0010 & 0030-0034); (C) a reinforcement fiber (Abstract; paragraphs 0010 
& 0030-0034); and (D) a pigment (paragraphs 0016 & 0036); in which contents of components 
(B) and (C) are 2 to 5% by weight and 1 to 10% by weight based on the weight of component 
(A), respectively (paragraphs 0032-0033). However, Usui uses a glass fiber instead of (C-l) a 
carbon fiber, 

Morton discloses a similar composition used as a wear-resistant reinforcing coating for 
concrete, wood, metal or particulate (see Abstract). His composition comprises reinforcement 
fibers added to a liquid matrix that is preferably a conventional translucent or transparent two- 
part epoxy resin that can optionally be dyed to an opaque or translucent color (see column 2, 
lines 36-56). The reinforcement fiber, "can be in the form of a mat (woven or non- woven) or 
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individual fibers, such as short chopped fibers or long intertwined fibers. The fibers themselves 
can be made of glass, carbon, synthetic, nylon, or any material that adheres to the cured 
matrix" (column 2, lines 57-61). 

The teachings of Morton demonstrate carbon fibers and glass fibers are recognized in the 
art as known equivalent reinforcement fibers in epoxy-based coatings used to reinforce concrete 
materials. In light of this, it has been found that the substitution of equivalents known for the 
same purpose is prima facie obvious - see MPEP 2144. 06. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to substitute glass fibers with carbon fibers, as taught by Morton, in the composition of 
Usui because the teachings of Morton demonstrate that carbon fibers and glass fibers are 
recognized in the art as known equivalent reinforcement fibers in epoxy-based coatings used to 
reinforce concrete materials. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Usui (JP 2003- 
040662) in view of Morton (US Pat. No. 6,716,482) and Sato et al. (JP 2000-034841). 

Regarding claim 4, Usui discloses: (4) wherein the composition comprises: (A) an epoxy 
resin (Abstract; paragraphs 0010 & 0026); (B) a first fiber composed of a ceramic fiber 
(Abstract; paragraphs 0010 & 0030-0034); (C) a reinforcement fiber (Abstract; paragraphs 0010 
& 0030-0034); and (D) a pigment (paragraphs 0016 & 0036); in which contents of components 
(B) and (G) are 1.2 to 5% by weight and 1 to 7% by weight based on the weight of component 
(A), respectively (paragraphs 0032-0033). 
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The teachings of Morton are as set forth above and incorporated herein. In addition to 
carbon fibers and glass fibers, Morton also demonstrates that synthetic, nylon, or any material 
that adheres to the cured matrix are recognized in the art as known equivalent reinforcement 
fibers in epoxy-based coatings used to reinforce concrete materials. However, they do not 
explicitly disclose that (C-2) aramid fibers or (C-3) polyketone fibers are among these equivalent 
reinforcement fibers. 

Sato et al. disclose a reinforcing method and a reinforcing body for concrete structures, 
wherein short aramid fiber, carbon fiber or glass fiber are mixed with an epoxy adhesive. The 
epoxy adhesive is then used to impregnate a fiber sheet. The short fibers adjust the thixotropy, 
improve impregnability, and improve reinforcing strength of the epoxy impregnated fiber sheet 
(see Abstract). The nature of this invention is a bit different from the inventions of Usui and 
Morton; however, the teachings of Sato et al. demonstrate that aramid fibers are synthetic fibers 
and a material that adheres to a cured epoxy matrix. In light of this, it appears that in addition to 
the carbon and glass fibers, aramid fibers are also recognized in the art as known equivalent 
reinforcement fibers in epoxy-based coatings used to reinforce concrete materials. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to substitute glass fibers with aramid fibers, as taught by the combined teachings of 
Morton and Sato et al., in the composition of Usui because the combined teachings of Morton 
and Sato et al. demonstrate that aramid fibers, carbon fibers and glass fibers are recognized in the 
art as known equivalent reinforcement fibers in epoxy-based coatings used to reinforce concrete 
materials. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Miyoshi (JP 2003-1 19421) discloses the instant invention; however, the reference 
does not qualify as prior art: under 102(a) because it is applicant's own work; under 102(b) 
because it was not published more than a year prior to the effective filing date of the instant 
invention; and under 102(d) because the publication is not a patent. 
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Communication 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is 571-272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Michael J. Feely 
Primary Examiner 
Art Unit 1712 
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